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IN THE MATTER OF BAILEY'S PATENT.

Petition for Prolonqation--s-Patents, Designs, and Trade Marks Act, 1883, 8. 25.
Deductions from profits not mentioned in petition or accounts.-Adequate remune
ration.

The Administrator of a patentee petitioned for prolongation of the patent on the
gruund of inability to obtain due remuneration for perfecting the invention, The
accounts presented showeda nett remuneration of8,038l. 16s. 4d. The Patentee at the
bar claimed that somefurther deductions not mentioned in thepetition or the accounts
ought to be made from this sum.

Held, that no such deduction could be made, and evidence on the point was under
the circumstances inadmissible; and that, on the euidence which was admitted, the
Patentee had not beeninadequately remunerated, and thepetition should bedismissed.

This was a petition for prolongation by Ezekiel James Bailey, the administrator of
Joseph Bailey (who died in 1882), to whom, on the 31st March 1~70, Letters Patent
(N0.950) were granted for an improved apparatus for registering and indicating figures
and numbers denoting capacity, quantity, distance, weight, or mere numbers, applic
able to seats of chairs, boot-cleaning machines, weighing machines, omnibus steps,
distance indicators in vehicles; to denote quantity and value in regard to beer
engines; to register number in regard to sacks, bales, casks, or other packages of
goods in course of storage ; and to various other similar and useful purposes, as shown
in the Specification filed on the 30th September 1870. The petition alleged that the
said Joseph Bailey spent many years in making experiments upon various forms of
his intended apparatus, and the modes of applying the same, before he was able to
bring the same to perfection; and that he expended considerable sums of money

* Present-Lord Blackburn, Sir Barnes 'Peacock, Sir Robt. Collier, Sit Richd. Couch, .and Sir
A. Hobhouse.
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2 REPORTS OF PATENT CASES. [March 14, 1884.

which he could ill afford, and which were to a great extent furnished by his family,
and intended to provide him with a subsistence, in carrying on his experiments,
and in completing the f-ame, and in endeavouring: to procure its adoption by the
public; and that the best endeavours had been made to procure the use of the said
invention; and that the money expended in experimenting upon, working out, and
completing the said invention and the said letters patent, and introducing and
endeavouring to obtain the adoption of the said invention, considerably exceeded
the sum of 3,OOOl. ; and that the total amount received for sales and royalties in the
years 1871 to 1882, both inclusive, amounted to the sum of lO,849l. Os, 'cld.; and
that the said invention had for several years been used by railway and other
companies, to their great, advantage; but in consequence of the difficulty of bringing
newinventdons into general use, the said Joseph Bailey and the Petitioner had been
unable to extend its use to the various other purposes to which it was adapted; and
the said Joseph Bailey and the Petitioner had, by reason of such limited uses and
otherwise, been hitherto unable to obtain 'due remuneration for the labour and ex
pense which had been incurred in perfecting and bringing into use the said invention.

Mr. Aston, who (with Mr. Fisher) appeared for the Petitioner, having on opening
the petition argued that certain deductions ought to be allowed from the profits
appearing by the accounts, although such deductions were not claimed by the
accounts or mentioned in the petition,-

LORD BJ.J.A.CKBURN said: Before Mr. Aston calls any evidence, their Lordships
have thought it right to consider what in this particular case, upon these accounts
and upon this petition, Mr. Aston should be permitted to give evidence. The first
point is this :-Mr. Aston has claimed that in estimating what profit the Patentee has
made, 4000l. a year for the Patentee's remuneration should be deducted from the
nett receipts. Their Lordships do not wish by any means to be understood to say
that this might not be a very proper deduction made for work which might have
been done by some one hired for the purpose. If work was done by a third person
hired and paid by the Patentee for the purpose, then the remuneration that the
Patentee gave to that person might be deductible; and if, instead of that, the
Patentee himself had done the work, then it might be that a proper remuneration
a quantum meruit-would be allowed to the Patentee himself for doing it. Their
Lordships are by no means to be understood as saying that that would not be a proper
allowance. Whether the quantum meruit should be 400l. or 4,OOOl., or whether it
should be reduced to a nominal ,sum, must, of course, in ~very case depend upon the
circumstances of the particular case. In a proper case, when it was properly raised,
their Lordships would not be prepared to say that such a point might not be
proved in evidence; but then their Lordships think that where such a claim as that
is going to be made, it is necessary that it should not be raised for the first time
upon the argument at the bar, but that it should appear on the accounts that such a
claim is going to be made. At all events, if it does not appear on the accounts, it
should appear in the petition, or somewhere or other. Here nothing of the sort
appears. Here there is not, one syllable to be found in any way pointing out that
such a claim as this was going to be made, and therefore their Lordships think that
upon that claim no evidenc can be given, or argument addressed in support of it.

Then there comes a second question which has also been raised,-the question of
remuneration. The Judicial Committee are directed by the statute to take into
account, amongst other things, the nature and the merits of the invention in relation
to the public, the profits made by the Patentee as such, and to have regard to the
circumstances of the case. With reference to the first point, namely, as to the
nature and merits of this invention in relation to the public, that, of course, is clear
enough. There is merit of extent enough to show that it is a useful invention.
That is clearly established. But if Mr. Aston has evidence to show that the invention
is of exceptional merit, and is of great advantage to the public, we cannot exclude
any evidence which Mr. Aston may be prepared to give which will show that.
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March'14; 1884.] REPORTS OF PATENT CASES. 3

Then comes the other point, namely, the profits made by the Patentee as such.
On the accounts before us a large sum, viz, 7,951l. 2s. Sd., is put down for.salesof
the locks, and it appears that the actual cost of the manufacture of the locks and
fittings was 2,0721. Is. 6d., the difference between the two being very nearly 6,000l.
It is said by Mr. Aston that that is to be considered, not as profits made by the
Patentee as such,-not manufacturer's profits,-bnt as consisting of profits made by
him as a salesman. It is quite plain from the facts of the case that a great portion
of that sum is profit which the Patentee received, because he, being the Patentee
and having the patent, was able to sell the locks; and it is quite impossible to suppose
that anything like this very large sum of 6,000l. would be an ordinary salesman's
profits. Something would be deducted from it. How much, we cannot say, but it
is not likely to be a very large Bum. .

Then the question which now arises is this :-On such an account as this, put
forward in this way,.without any explanation in the petition or anything in the
accounts to show that there was a claim to be made to deduct something of that sort
from the receipts, whether or no such claim ought to be permitted, their Lordships
think, for the same reason and on the same principle as was stated before, there
ought to be due notice to call, the attention of everybody to such a claim being
about to be made, and that it should not be made for the first time in the argument
of counsel at the bar. On this point also their Lordships 'do not think that any
evidence should be now received. Their Lordships think if it were gone into it
would probably produce comparatively very little difference in the amount of what
would appear to be the profits of the Patentee as such. Upon the question of
whether the amount which the Patentee as such has received is adequate remunera
tion, taking into account the ciroumstances of the case, to use the words of the 4th
sub-sectlon of section 25 of the 46 & 47 Viet, c. 57, their Lordships think if
Mr. .Aston has any evidence to bring forward on this matter which he thinks will
influence the Committee, we should hear it.

Evidence having been adduced on the part of the Petitioner on the points
indicated by their Lordships, judgment was delivered as follows :-

LORD BLA.CKBURN: Their Lordships do not think it necessary to wait to have
the proper formal proof completed, or to hear any objections urged on the ground
of any omission in the formal proof; but, supposing it to be all right, they think
upon this evidence they ought not advise Her Majesty to grant the Patentee an
extension of his patent on the ground that he has been inadequately remunerated
by his patent. What the statute says is, that the Judicial Committee shall, in
considering their decision, have regard to the nature and merits of the invention in
relation to the public. Upon that, evidence has been called, which shows what
can hardly be disputed, viz., that the invention which is the subject of the patent
is a beneficial invention; but as to the Petitioner showing there was any special or
peculiar advantage in the invention in relation to the public to entitle the Patentee
to the large reward of an extension of his patent, their Lordships are of opinion
that he has totally failed so to do. No such proof has been given.

Then what their Lordships have next to consider is the profits made by the
Patentee as such. Now one or two points arise upon that. The point has been
suggested that there might be some amount deducted from the amount put down
as nett receipts; and their Lordships have already expressed the opinion that the
accounts have not been put forward in a state to raise that point. But supposing
the utmost sum that could be deducted from the receipts on that account was to be
deducted, it would still leave what their Lordships could not but consider an
adequate remuneration. If the nett remuneration, which is put down here as
8,038l. 16s. 4d., were reduced by deducting the profits made by the Patentee as
salesman incidentally to supplying locks, and supposing it were, say, 1,200l. or
2,OOOl., even that would leave 6,OOOl. nett profit made during the time of the
patent as remuneration. Their Lordships cannot see that that is at all such an
inadequate remuneration as to make it right and proper to advise that the monopoly
should be extended for a further period.
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4: REPORTS OF .PATENT CASES. [March 14, 1884.

As to the other point which was raised, namely, that a certain sum should be
allowed to the Patentee for his work and labour, the Petitioner was not allowed to
go into that point, because, in the opinion of their Lordships, that point was not
raised in the accounts or the petition in such a way as to make it right and proper
to enter into that question; and in all probability, if the Petitioner had been allowed
to go into it, he would have utterly failed to prove that he was entitled to make the
deduction claimed.

Under these circumstances, their Lordships think that the Patentee has not been
inadequately rewarded, and they will humbly advise Her Majesty that the petition
be dismissed.*

IN THE CHANCERY COURT OF THE COUNT'y PALATINE OF LANCASTER.

Before VIOE-CHANOELLOR BRISTOWE.

January 21st, 1884.

PARNELL u. MORT, LIDDELL, AND Co.

A ction for infringement.-Plaintijf's action dismissed with costs-s-Oosts of
Defendants' evidence-s-Absence of certificate under section 43 of Patent Law
Amendment Act, 1852.

Plaintiff'» action for infringement having been dismissed with costs without the
Defendants having been called upon to prove their defence, the taxing officer dis
allowed the costs of the Defendants' witnesses, on the ground that no cer..tificate had
beengiven to them under section 43 of the Patent Law Amendment Act, 1852.

Held, that the Defendants were entitled to such costs.
'This action, which was tried by the Vice-Chancellor in the month of May, 1882,

was by a patentee to restrain the Defendants from infringing his patent rights.
At the trial, after the Plaintiff's case was closed, the Defendants' counsel submitted
that no case had been made out, but called none of the Defendants' witnesses.
The Vice-Chancellor gave a judgment dismissing the action with costs. On
taxation the Registrar disallowed the costs of the Defendants' witnesses, on the
ground that such costs related to the Defendants' particulars of objection, and the
Defendants had not obtained from the Court a certificate under section 43 of the
Patent Law Amendment Act, 1852.

The Defendants having objected to the Registrar's certificate, the matter was
argued before the Vice-Chancellor by Mr..Botch for the Defendants, and Mr. Neville
for the Plaintiff.

BRISTOWE, V.C.-The question is whether, having regard to the Patent Law
Amendment Act, 15 & 16 Vict. c. 83, and more immediately sections 41 and 43 of
that Act, costs. can be given against the Plaintiff and to the Defendant in respect of
particulars as to which there had not been any certificate given by the Judge
before whom the trial was had. That raises this important and singular point:
that if I were boundby the statute-as to which a word later-it would be urged,
and was urged jstrenuously by Mr. Neville, that the case of Honiball v. Bloomer
(10 Excheqr. 538) governs this case; and that although the Plaintiff had failed and
the Defendants .had succeeded, yet that, as there was no icertiflcate given under
the 43rd sectionasto what costs were to be allowed for any particular to be certified
by the J:udge before whomthe trial was had to have been proved by the Plaintiff
ortheDefendant, therefore no costs could be given in "respect of anything but the
Dare simple costs of the action up to the hearing, and that none of the costs of the
witnesseswho would have been called by the Defendants if they had been called

. • From the shorthand notes of Messrs. Marten and Meredith.
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